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Alessandra has more than 15 years of direct experience in assisting European and International companies on Intellectual Property prosecution and
enforcement in China, conducting administrative, civil and criminal actions, with special focus on online sale of counterfeits, customs border
protection, trademark and design registration strategies and prosecution actions. She also collaborated with the EU-China Project for the
Enforcement of IPR (IPR2) where she served as co-editor of IP related publications and she was a speaker to numerous seminars and workshops

related to IPR protection in China and cooperate with the China IP SME HELPDESK since 2011.
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What are intellectual property rights (IPR)?
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Approach China with a positive attitude (and a good lawyer!)

* Legislation and enforcement procedures are greatly improving in China
* Never rely on how IPR is registered/enforced in your Country

e Always consult an attorney expert in the jurisdiction:

e Direct experience
e Proactive attitude

e And, most importantly........ file for your IPR registration as soon as possible
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Why Trademark Protection Matters in China (and anywhere else in the
world)

A trademark is a distinctive sign, words, drawings, sounds, shape of the product or packaging, combinations and chromatic tones, which

distinguish the products or services of a company

A trademark consolidate the image and reputation of your company

Article 8 Any sign, capable of distinguishing the goods or services of one natural person, legal person or any other organization from those of other persons, including words, devices, letters,
numerals, three-dimensional signs, combination of colours, sounds, etc., as well as the combination of such signs, shall be eligible for application for registration as a trademark.
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Registration of IPR in China is fundamental

You don’t have any exclusive rights to your trademarks, patents and designs in China unless you
have registered them in China

IPRs are territorial rights, they give you the exclusive right to use your trademark (but also design
and invention) and to prevent others from exploiting it

1. onlyin the countries in which they are registered
2. and only for the class (category of products/services) for which you requested protection

The exclusive right belongs to the company/individual that files it first = First to file = if someone
has already registered an identical/similar trademark for the same products/services your
application for registration will be refused
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Trademark protection in China: fighting against 44 million registrations

Trademark applications by year Applicant country/region (2023)
Country/region No. of applications % of filing activity
10M MAINLAND CHINA 7,030,276 97%
HONG KONG 43,905 1% . . .
" * CNIPA Statistics: Total registered
UK. 29,401 0%
trademarks : 44,537 million (July 2023)
:'E 6M SOUTH KOREA 13,092 0% rademarks : ) mi Ion u y
% GERMANY 9,207 0%
Ry FRANCE 6,033 0%
2 SINGAPORE 5,548 0%
. SWITZERLAND 3,806 0% . I
ITALY 3,770 0% ° I Ch 7 2 " t d k
1l I II n China 7.2 million trademar
0 . TAIWAN 3,353 0% ° . o .

2010 2011 2012 2013 2014 2015 2016 2017 2018 2019 2020 2021 2022 2023 REST OF EU 10,872 0% appllcatlons ln 2023 (3.1% from forelgn
M National [l IR Designation ' ° Companies)

* |In 2021, EUIPO declared 2 million
registrations and received 197,898

applications for registration (165,922
direct filings and 31,976 filings via WIPO-

Madrid System)

EU Traderl\/lark

REGISTRATIONS Top 10 Country https://clarivate.com/wp-

EUTM Regjstrations content/uploads/dim_uploads/2024/05/Clarivate_Trademark_Filing_Litigation_Trends 2024.pdf
2021 https://euipo.europa.eu/tunnel-
web/secure/webdav/guest/document _library/contentPdfs/about euipo/annual_report/annual_activity report 2021

en.pdf
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What if you do not have a registered trademark in China?

* Cannot stop other companies to use or register your trademark in China and sell counterfeit
products

* If another company registers your trademark it can prevent you from doing business in China

(seII products, also online, import/export, produce etc)

* Serious business partners will not enter into business agreement with you (be careful of distributors not

asking proof of trademark registration)
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Two routes for registering trademarks in China

National Route (5-9 months) International Route (12-18 months)

. The examination procedure
is quicker . It is cheaper than the
national trademark if filed

. You can choose in many countries/classess

product/service of protection

more accurately

. A registration certificate
valid for enforcing the TM is . You need to request the
issued China registration

certificate (confirmation

certificate) to enforce the
trademark

. It can be more expensive if
filed in many classes If product/services are not

listed carefully, it can

creates holes in the scope

of protection

Examiners will check if similar/identical trademarks have already been filed/registred for similar/identical products or services
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System peculiarities - trademarks
TRANSLATIONS | TRANSLITERATIONS

I/"/'l r&f";" ”Zl.?ﬂl :
* First to file principle Microsoft WESTIN D
A “Wei Ruan” =Micro  BENTT “Wei Si Ting” = mouth happy
+ soft powerful, this, sand P
» Strict classification of goods/services (v-s P i >~
\ ( ] B¥E 5 “bai shi ke le”
b] everything makes you
e g happy
* Translitteration 5 * Ping Guo” = Apple E:,,‘F,’L o G Da - W
KBk “sai bai wei” =
better than hundreds
flavors

* Use requirement (3 years after registratic

] San Jiao Ma’ (=1 55)
POLO - The Three-Legged Horse

e No consent letter allowed

Possible further issues posed by New Revision of Trademark Law (2024/2025)
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Case studies- Trademark infringement

New Balance loses its battle over trademark
By Song Mengxing (China Daily) 5 I =r°

Updated: 2015-05-06 09:11 *ﬁjﬁﬁﬁtﬁlﬁﬁaEH
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Pharmaceutics

Vs

“J5 3 A]” (Wan’aiké)- Pfizer

www.dfic.cn RE{ER WOWR
A customer shops at a sportswear store of New Balance in Zhengzhou city, central China's Henan
province, March 15, 2015. [Photo/IC]

Xinbailun Trade (China) Co, the sales company for US shoe maker New Balance in China,
must stop infringing the trademark rights of Guangdong businessman Zhou Lelun and pay
him 98 million yuan ($15.79 million) in compensation, Guangzhou Intermediate People's
Court ruled on April 24.
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Apple loses trademark fight over
'iPhone' name in China
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E / XINTONG TIAND!

Beljing firm Xintong Tlandl is free to use the name “IPHONE' on its leather goods (right)

Apple has lost a trademark fight in China, meaning a firm which sells
handbags and other leather goods can continue to use the name “IPHONE".

The Beijing Municipal High People's Court ruled in favour of Xintong Tiand
Technology, said the official Legal Daily newspaper.
Xintong Tiandi trademarked "IPHONE" for leather products in China in 2010,

Apple filed a trademark bid for the name for electronic goods in 2002, but it
was not approved until 2013,

"Apple is disappointed the Beijing Higher People’s Court chose to allow

Xintong to use the iPhone mark for leather goods whei
several other cases against Xintong,” said a spokesman for the firm.

we have prevailed in

"We intend to request a retrial with the Supreme People's Court and wil

continue to vigorously protect our trademark rights.

"We work hard to make the best products in the world and want to ensure our
customers’ experience is not compromised by companies who try to profit

from using our brand.”

The Legal Daily (in Chinese) is
the country’s Central Poli
out in late April but has only just been widely circulated.

widely recognised as the official mouthpiece for

al and Legal Affairs Commission. Its report came

European
Commission




Prior trademarks blocking your registration, what to do?

« Opposition/Invalidation/cancellation non-use (monitor trademark gazette)
« Check sub-classes and goods covered by the prior mark

« Purchase of prior trademark? Not advisable from serial infringers

Apple Pays Proview $60m to
Resolve IPad Trademark

D'SPUte Apple iPad trademark row escalates as
Chinese firm seeks tablets seizure

@ ZRAA Christi Dior ~ B&GEMON
Falengumo FS&CITY
z,‘eg. GAPU @ 1 % s

iPad

/Y SN,
G AR LR E %
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Trademarks’ protection: some tips

* Register your trademark as soon as possible

* Register trademarks in Hong Kong, Taiwan, Macau separately

e Use your trademark in China and maintain proof of use (or re-file)

* Conduct an IP right portfolio revision once in a while

* Keep consistent in the owners’ information in the application forms (also those in Chinese)
* Monitor third parties applications (for oppositions etc)

« Remember to ask the confirmation certificate as soon as the international trademark is registered in China
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System peculiarities — design
* No protection for unregistered design

* Absolute novelty (no prior disclosure of the design anywhere in the world) — 6 months grace period
but only if:

v it was first exhibited at an international exhibition sponsored or recognised by the government;

v it was first disclosed at an academic or technological meeting organised by a competent department of the State Council or by a national
academic or technological association; or

v’ it was disclosed by any other person without the consent of the applicant. |

e 15 years validity - annual renewal

 Patent evaluation report needed for enforcement
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Copyright Recordation

* Gives you a certificate that is a prima facie evidence of ownership
* Important for enforcement (i.e to remove links online that use pages of our catalogue)

 The procedure is rather quick and cheap (ca. 30 days), but it is necessary to insert detailed
information in the application form (date and location of the first publication, date and location of
creation, details of the author, how the rights to economically exploit the work where transferred to
the company, etc)

) COpyright
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Patent protection- Briefs

Novelty and inventiveness,
practical applicability

*  Lower level of inventive step
. No Substantive examination
. Quicker to obtain

A  *  Cheaper

\Models

*  The shape, the pattern, the color or
their combination, of a product
which creates an aesthetic feeling

. No substantive examination

*  Must be new

P m—

Designs

From 2012 China examiners may look into whether an application for utility model or for design has “obvious lack of novelty” (junk patents)
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Enforcement Routes

* Allows customs officials to stop infringing goods imported and exported

Administrative authorities can seized infringing products and impose fines
\ on infringers (No damages can be recovered)

Suitable for straightforward cases

Administrative

J/

\

Highly deterrent effect: the goods are destroyed, fines ad jail time imposed
to the infringer (only for identical copies)

More complex to manage

Allows right owner to obtain compensation for damages suffered
Downside: Cost and timing {(and evidence preservation)
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Take away messages

v Always register your IPR in China following the peculiarities of the system
v Use attorneys expert in the jurisdictions

v Monitor how your IPR are used in the markets

v Monitor the activities of your business partners

v Enforce your rights against infringements

v" Make solid use of contracts
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HELPLINE

free, fast & confidential

3ddys’

question@china-iprhelpdesk.eu
+86 - 10 - 6462 0892
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We are always striving to improve,
and we would love to hear EVENT FEEDBACK FORM
about your recent experience with us.
Your insights help us do better.

Leave us your feedback here:
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